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DETAILED ACTION 
Response to Amendment 

Applicant's amendment of July 17, 2006 does not render the application 
allowable. 

Status of Objections and Rejections 

The rejection of claim 3 is obviated by Applicant's cancellation. 
All rejections from the previous office action are maintained. 
New grounds of rejection under 35 U.S.C. 103(a) are necessitated by the 
amendments. 

Election/Restrictions 
Applicant's election of claims 1-8 in the reply filed on July 17, 2006 is 
acknowledged. Because applicant did not distinctly and specifically point out the 
supposed errors in the restriction requirement, the election has been treated as an 
election without traverse (MPEP § 818.03(a)). 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claims 4, 6 and 8 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Regarding claim 4, the new limitation of "and said area has a length that is a 
plurality of times said area length" is unclear. An area is a two-dimensional space; it is 
unclear how an area can have a one dimensional length. It is also unclear what an area 
length is. Similarly, regarding claim 8, the new limitation of "and said opening has a 
length that is a plurality of times greater than a length of said opening" is unclear. 

Regarding claim 6, the limitation of "tiny" is a relative terminology; it is unclear 
how tiny is tiny. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 5 and 6 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Sewell et al. 

Regarding claims 1 and 6, Sewell et al. teach an apparatus and a method for 
depositing an electrically conductive layer of precious metal (column 1 lines 1 1-16) on a 
face of a metal substrate 1 (figure 1) by maintaining a mask 15, 16 closely over the 
substrate face while the face and mask are immersed in an electrolyte and the precious 
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metal is electrodeposited through the electrolyte onto the substrate face, comprising: 
maintaining a screen 7 closely between said mask and said substrate face, said screen 
having a regular pattern of through holes (column 5 lines 25-29), and including flowing 
the electrolyte into said through hole and against the substrate face (column 8 lines 29- 
50), and electrodepositing the precious metal through the electrolyte lying in said holes 
onto the substrate face. The mask 7 of Sewell et al. is broadly interpreted to read on 
the screen of the instant claim, since it contains a regular pattern of through holes. The 
mask 7 of Sewell et al. is made of a nonconductive material (column 5 lines 7-9). All 
parts of the layer that lie within the electroplated area are electrically connected 
together. Regarding claim 6, the holes of mask 7 is smaller than the opening of mask 
15, 16, and the holes lie in line with the mask 15, 16 opening. 

Regarding claim 5, Sewell et al. teach the mask is of elastomeric material 
(column 3 lines 65-68), and including compressing said screen between said mask and 
said substrate face, and maintaining locations on said screen that lie in openings of said 
mask against said substrate face (column 9 lines 29-34). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 2, 4 and 7-8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sewell et al. in view of Topelian. 

Sewell et al. teach the method and apparatus as described above. Sewell et al. 
differ from the instant claims in that the reference teach a screen but does not explicitly 
disclose the screen is formed of multiple wires that have a rounded periphery (claim 2) 
nor the screen is woven from of threads of rounded cross-section (claims 4 and 7-8). 

It is conventionally known in the art to use a woven screen in an electroplating 
process. For example, Topelian teaches an electroplating process for electroplating 
articles of irregular shape or articles having multi-planar areas using a deformable 
woven wire mesh fabric or screen (column 1 lines 70 - column 2 lines 16). 

Addressing claims 2, 4 and 7-8, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to have modified the method 
and apparatus of Sewell et al. by using the woven wire mesh of Topelian, because it 
would allow the metal deposited to conform to the shape of the substrate. With respect 
to claims 4 and 8, changing the size of the openings would have been an obvious 
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modification within the ability of one having ordinary skill in the art, since the "mere 
scaling up of the prior art process capable of being scaled up... was not established 
patentability into claim to an old process so scaled" (MPEP 2144.04). 

Response to Arguments 

Applicant's arguments have been fully considered but they are not persuasive. 

In the arguments presented on page 5 of the amendment, the applicant argues 
that Sewell et al. do not teach the screen between the mask and a substrate. The 
examiner respectfully disagrees. As described above, the mask 7 of Sewell et al. is 
broadly interpreted to read on the screen of the instant claim, since it contains a regular 
pattern of through holes. The mask 7 of Sewell et al. is made of a nonconductive 
material (column 5 lines 7-9). All parts of the layer that lie within the electroplated area 
are electrically connected together. 

With respect to the argument that Sewell et al. would not produced a pattern of 
peaks and valleys of the instant invention, the applicant is arguing a limitation which is 
not in the claim. Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. In re Van Geuns, 988 F.2d 
1 1 81 , 26 USPQ2d 1 057 (Fed. Cir. 1 993). 

The applicant further argues that Topelian does not use a nonconductive 
material. The examiner acknowledges that a conductive screen is used in the preferred 
embodiment of Topelian. However, Topelian teach that using nonconductive masks is 
conventionally known (column 1 lines 54-59). Moreover, as the applicant is aware, a 
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reference may be relied upon for all that it would have reasonably suggested to one 
having ordinary skill the art, including nonpreferred embodiments. Merck & Co. v. 
Biocraft Laboratories, 874 F.2d 804, 10 USPQ2d 1843 (Fed. Cir.), cert, denied, 493 
U.S. 975 (1989). See also Celeritas Technologies Ltd. v. Rockwell International Corp., 
150 F.3d 1354, 1361, 47 USPQ2d 1516, 1522-23 (Fed. Cir. 1998). Disclosed examples 
and preferred embodiments do not constitute a teaching away from a broader 
disclosure or nonpreferred embodiments. In re Susi, 440 F.2d 442, 169 USPQ 423 
(CCPA 1971). See MPEP 2123. Furthermore, Sewell et al. already teaches using a 
nonconductive screen 7. 



Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 
706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 CFR 
1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Luan V. Van whose telephone number is 571-272-8521 . 
The examiner can normally be reached on M-F 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nam Nguyen can be reached on 571-272-1342. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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